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ON BRIEF 



Before PAK. WARREN, and TIMM, AdmnUttraiive Patent Judges. 
TTMM, Admmistrarive Patent Judge, 



DBCmONONAFPEAL 
This appeal involves claims 1 and 3 which m all the clatms pending in the application. 
We have Jurisdiction over the appeal pursuant to 35 U.S.C. § 134. 
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mrRODucnoN 



Claims I and 3 statid rejected under 33 U.S.C. § 102(b) as anticipated by or, inihc 
aliemative. under 3S $ 103(a) as obvious over Japanese Published Unexamined 
Application 05- 1 70,802 to Hoshino et aL published on July 9, 1 993 (Hoshino).^ 

The claims stand or fell together (Brlef» p. 4). We select claim 1 to represent the issues 

on appeal. Clahn I reads as follows: 

I . A waterbome pigmented paper or paperboard c^wting composition 
comprising pigment comprising 50% to 100%, by weight of said pigment, 
calcium carbonate and from 19^ to 25%, as dry weight by weight of said 
pigment, of an aqueous polymeric disperaion comprising 

(c) 95-25% by weight, based on the weight of the solids of said aqueous 
polymeric dispersion, of a first emulsion polymer hamg an average 
particle diameter of 1 50 to 3000 nanometers and 

(d) 5-75% by weight, based on the weight of the solids of said aqueous 
polymeric dispersion, of a second' emulsion polymer having an 
average particle diameter of 40 to 600 nanometera 

wherein the ratio of said average particle diameter of said first 
emulsion polymer to said average particle diameter of said second 
emulsion polymer is from 1.2 to 60, 
wherebi at least said first emulsion polymer particles, when dry, contain at 
least one void, and wherein said first emulsion polymer is prepared in the 
presence of said second emulsion polymer or said second emulsion polymer is 
prepared in the presence of said first emulsion polymer. 

Because the Examiner has established a prima &cie case of obviousness^ we affirm. Our 
reasons follow. 



'We rely upon and cite to the English translation made of record on March ]4» 200S< 
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t 

OFINtON 

Hoshino describes a waieitiome pigmented paper or paperboard coating composition 
inc[udmg, among other things, a pigment containing inorganic pigments and emulsion particles 
as plastic pigments (Hoshino, ^ 0016, it. 6^10). Hoshino notes that hard emulsion particles have 
been studied as additives for coating qgents for reducing coating weighty improving gloss^ 
whiteness, opacity, etc. (Hoshino, f O0O2, IL 1*4). According to Hoshino, the industrial use of 
these emulsion particles as leplacemenis for inorganic pigments such as kaDlin> calcium 
carbonate, talc, satin, etc. in the paper coating field is increasing (Hoshino» ^ 0002^ II. 4-7). 

Hoshino describes emulsion particles with a bimodal partlde distribution (HoshinOg ^ 
0009-10). The Ekamincr finds» and Appellants do not dispute, that the Examples of Hoshino 
show the claimed proportion and diameters of the two emulsion polymer particles lequired by 
claim I (Answer, p. 3; Brief and Reply Brief in their entirety). Nor is there any dispute that the 
emulsion pojymer particles of Hoshino meet the other requirements of the aqueous polymeric 
dispenion recited in claim 1 (Answer, p. 3; Brief and Reply Brief in their entirety). Appellants* 
arguments Ibcus instead on the calcium carbonate concentration recited in the claim. The issue, 
themfore, is whether Hoshino sufRciently describes hicluding calcium carbonaie In the 
composition in an amount sufficient to anticipate die eomposition of ^e claim or whether there 
is a sufficient reason^ suggestion, or motivation to add calcium carbonate in the claimed amount 
such that theit is a prima fttit case of obviousnesSu 
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We agree with AppeJlants that Hosfuno does not disclose each and every limitation or 
claim 1 with sufTicient specificity such that the claimed composition is anticipate. In order to 
anticipate, Hoshino must clearly and vincquivocalty disclose the claimed invention or direct those 
skilled in die art to the invention without any need for picking, choosing, and combining various 
diselosures not directly related to each other by the teachings of the cited leference. In r^ArUey, 
4S5 F.2d 586. 587. 172 USPQ S24, S26 {CCPA 1972). ''Such picking and choosing may be 
entirely proper in the making of a 103, obviousness rejection, where the applicant must be 
afTorded eix% opportunity to rebut with objective evidence any inficffence of obviousness which 
may arise from the similarity of the subject matter which he claims to the prior ait, but it has no 
place in the making ofa 102, anticipation rejection.*' 4rMey, 4SS F.2d at 587-88, 172 USPQ at 
526. 

The £xdminer*s finding of anticipation is based upon the disckisure in Hoshino ofa 

concentration of aqueous polymeric dispersion in the range of 3^30% as a preferred embodiment 

coupled with a disclosure calcium carbonate In a list of six inorganic pigments. But Hoshino, in 

fact, does not limit the inorganic pigments to the six compounds specifically recited. What • 

■ 

Hoshino stales Is that "[s]opie examples of the inorganic pigments include kaoHiti calcium 
carbonate, tale, satin white» titanium dwxide, etc." Moreover, the only exemplified composition 
contains an inorganic pigment mixture of 63 parts of kaolin clay with 27 pans of calcium 
caitenate. Therefore, mixtures are also contemplated. One of ordinary skill in the ait, in lact» is 
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directed to picking and choosing an inorganic pigment fiom a much laiger genus than 
acknowledged by the Examiner. Moreover, there is no direct disclosure of a pigment mixivie 
containing an amount of calcium carbonate wJthln the claimed nmge coupled with an amount of 
emulsion particles in the claimed rBnge of 1 -25%. To obtain the composition of claim 1, one of 
ordinary skill in the art must both pick and choose among tiie various acceptable inorganic 
pigments and conduct some experimentation, albeit routine in nature, with regard to the amount 
of inorganic pigment and emulsion particles to include in the pigment, Therefore, we find die 
discfosure of Hoshirio lacks the specificiQr required for a finding of viticipatkHi. 
Obviosuiiiss 

The question of obviousness, however stands on a different footing. As Stated above* 
picking and choosing within the teachings of the prior art is entirely proper in the context of an 
obviousness rejection. ArUey^ 455 at 5S7-88» 172 USPQ at 526. Routine experimencation 
Involving such parameters as conoentratton is also proper in the cdnteact of obviousness. See In 
re Boeseh, 617 F.2d 272, 276, 205 USPQ 21 5» 219 <CX:PA 1980). Note also Ai re Woodn^, 919 
F.2d 1575. 1578. 16 USPQ2d 1934, 1936-37 (Fed. Cir. 1990). and iiif«i4/&r, 220 F2d 454, 
456, 105 USPQ 233, 235 (CCPA 1955). 

Claim I requires that calcium carbonaie be present in the pigment in an amount of 50-100 
weight %. The claim further requires that the aqueoua dispersion of emulsion polymers be 
present in en amount of 1 -25%, as dry weight by weight of the pigment. The Examnicr finds 
that Hoshino describes, as a preferred embodiment, including the emulsion polymer particles in 
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an amoum of 3>30% by weight of the pigment and concludes, therefore, that the inoiganic 
pigment must be present in an amount of 70-»7% by weight of the pigment in that preferred 
embodiment (Answer, p. 3). Appellants travcfse this finding on the basis that "dils is not tbe 
literal disclosure of Hoshlno." (Brief, p. 4). Appellants' traversal is not persuasive because, even 
though Hoshino does not say it literally, the disclosure is present. The pigment of Hoshino is a 
combination of inDrganic pigments and 0ie emulsion particles as ^'plastic pigment" (Hoshino^ 1 
001 6» )l. 6-9). The amount of emul^ particles is related in Hoshino as a percentage of the 
**entire pigments." (Hoshino^ H 0017, 11. 1-4). Thercfwc, the percentage of inorganic pigments is 
Oie amount which is not emulsion pigment.^ We, therefore, find adequate factual support in 
Hoshino for the Ending made by the Examiner, i.e., that Hoshino describes by defeult including 
inoi^lc pigment in an amount of fiom between 97 and 70% by weight of the entm pigment in 
the preferred embodiment. That Hoshino includes other less preferred embodiments and 
examples does not, contrary to the arguments of Appellants (Brief, p. S), somehow negate the 
disclosure of the preferred embodiment. 



'The words **entlre pigments" would be understood by one of ordinary skill in the art to 
be referring to the combination of emulsion panicles as plastic pigments and inorganic pigments. 
This is the case because inorganic and plastic pigments are the only components that make up 
the pigment In feet, the plastic pi^nents are said to be a replacement fbr inorganic pigments 
(Hoshino, f 0002, 11. 4-7). Also note that Hoshino calculates die quantity of other components 
based on the combined amount of inorganic and plastic pigments (Hoshino, f 0016, II. 19-22). 
Moreover, the formulation provided on page 22 of the trsnslation of Hoshino further validates 
die Examiner's interpretation of the reference as the pigment amounts (clay, calcium carbonate 
and emulsion particles) add up to 1 00 parts by weight 
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Wc agree with the Exammer that it would have been obvious to one of ordinary skill in 
the art to adect calcium caibonalc as the inorganic pifiment in the composition ofHoshino as it 
is expressly sugeesced in the reftrence. It fbltows then that Hoshino suggests the use gf a 
pigment containing 70^97% by weight calcium carbonate as required by claim 1. 

Appellants argue that die Examiner has not met his burden in establishing a prima facie 
case of obviousness because he has not pointed to any disclosure within Hosliino which indicates 
a reali2ation of the problem bced by Appellants or which would motivate one skilled in the art 
10 form Appellants* composition (Brief, p. 6). This argument is not persuasive for sever&l 
reasons. First, the prior art need not address Appellants* problem. In re Dilhn, 919 F Jd 688, 
693. 16 USPQ2d 1897, 1901-1902 (Fed. Cir. 1990Xeii banc), cert, deniea, 500 U.S. 904 (1991). 
Second, Hoshino recognizes both gloss and brightness (whiteness), the properties focused on by 
Appellants, as impoitant properties to be optimized (Hoshino, ^0008). Third, Hoshino describes 
dispersions having the bimodal particle composition claimed, describes calcium carbonate as one 
of the inorganic pigments which can be combined with the emulsion particles and suggests 
amounts within and/or overlapping those of the claim. Under these circumstances, a case of 
prima facie obviousness is properly established. Where the difference between the claimed 
invention and the prior art Is sonne range or other variable wttfiin the claimsi the qiplicant must 
show diat the panicular ranse Is ertiica], generally by showing that the claimed range achieves 
unexpected results relative to ttie prior art range. In re Woo^^^ 9 19 F.2d 1S7S, 1 $78, 16 
USPQ2d I934» l936-37(Fed.Cir. 1990). 
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We conclude that the Examiner has established a prima fiicie case of obviousness with 
respect to the subject matter of claims I and 3 which has not been sufficiently rebutted by 
Appellants, To the extent that Appellants are relying upon a showing of unexpected results to 
overcome the prima lacic case of obviousness, we note that sufficiently probative objective 
evidence has not been relied upon in this appeal, Attomey arguments in the brief cannot lake the 
place of evidence. In re Lindner, 457 Y2jA 506, 508, 173 USPQ 356, 358 (CCPA 1 972). 

CONCLUSION 

To summarize, the decision of the Examiner to reject claims 1 and 3 under 35 U-S.C. 
§ 102(b) or, in the alternative, under 35 U.S.C. § 103(a) is affirmed on the basis of obviousness 
under § 103(a). 
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No time period for taking aiiy subsequent action in connection with this appeal may be 
extended under 37 CFR § 1.13$(B). 

AFFIRMED 



CHUNG K, PAK 
Administrative Patent Judge 



Administrative Patent Judge 



CHARLES F. WARREN 



BOARD OF PATENT 
APPEALS 
AND 
INTERFERENCES 



CATHERINE TTMM 
Administrative Patent Judge 



CT/irg 
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172 U5PQ 



( 2 ) DefcAiUnu bf iu answer, fttseru ilMi 
ih« pAc«nu In ^veMiOA are Jnvilid for 14 
Eercat reiMitt. Mi^indcr or iwiyoiii4cr.«r 
iAvcnion U simply vnt of ihe iwom de- 
rendam. Km allejwi- Thta Cdiin ain j« no 
advaniASt in gracoing i sepwie he9rif|a on 
the (J9UC or nomoindtr or nmjoindcr; indrc^ 
ir such a hearUig Were graiiitd, clic pariki 
mifehc have to police the <amc wimcuo'and 

ihc ojainten that iHe i^e of poajBindcr or 
raSiOiftder of inventan is no num a a ihrtiK- 
old legal iuuc than any of ihe other grounds 
BBCTttd (or pauni inralidiiy.. Ai^ordiagly, 
chis Court holdv d«ffindank.li6x AO right to > 



Court of CaSfom md Patent Appeals 

Now 0SS3 ' Decided Feb. 17. 1972 . 
PATEKtS 

1. PftMUbiliiy — ADticipattOB ^ la 
gcocrol WlMiy 

PwOMU^nily — tnycBiiiia — fa'^nf 

cf«i (filial) , 

Pact ihai iqectiona 'toiler '35 US-C 103 
proper whcir lubjvci mauer claiiDcd "is 
* not idcntkally dildoied or dr^ribtod" in 



•enanie heartng OO the iuife of prior :ari liKlkai« ihat Kjcciioni under 

yalidiiy due >9 »*"J?»rt?S,?V~;JJ>»l^^ Kon 102 are proper only w]ven Claimed tvb- 



iiivcAiora under Aule 42(b) of the federal 
Rulea ofChfil PfiKediiiv. 

ULBulc 12(d) 

Huic t2<b] (7) of the Federal RidbolCiml 
TVoccdun: allow* a party to rtiove fo«dwmi^ »* 
dHint for failure tojoinapany undix^Rulc \9.' 
Rule 12(d) states: 

The defenses spcdficany cnumefaied'n^ 
(7) in subdiviawn (b) of this rtile. i>^elhcr 
made in a pleading or by motton ' ihall 
' be heard aj>d determined before trial on 
applicauon of any parry » unlcu the court 
orden that lhe-hc»riiiK and dctenBina^on 
thereof be deferrrd ontiTihe iriai. 
131 DeTertdant Apparently isimi^ihe aU 
. Icgcd nonjoipcd or mtsipLncd inventors' are 
jiccessary parties lO ihii niit' under Rule 19, 
TKi^ corucniion U without oieril. The ihven* 
tor* are not noxttary paniB for a jtist adju- 
,4ica\ian of this suit; Ihey are only .involv<Nd 
tapgemially in the inciint CPSf in that tnor 
noiuoinder O'r miijoinder in the patent appU- 
eaiion may hive rendered the paieni inyalid* 
Accordingly, this Court holds defendant has 
right to ^ Beparaie hearing on theSuue of 
paietn Invalidity due CO mUjoinfler or 'non* 
jQinder df'invcnwri under Rule 12(d) <if the 
"Federal R'ula or Civil iProcrdure, - , ^' 

Accordingly. ;i U hcrtby onJcrtd. ad^ijdgcd 
and -decreed khai defendani'i ftiodon Tor 9 

Appeal from Board af Appeals of chfL Fvxm 
Office. 

• - - : Application for paicni of Vincent Arklry» 

Stephen £ardley» and AlaH Gifasim .-Loni^ 
Sertal.No.32Vl2, filed Doc. 9, 1963; Patent 
Office Croup 120. Fn»™ dcdilo-t rqeoing 
, • claim 30, applicanii al^peaLRcVeraedraald- 

win. J vdfe* «afiettrripg with opinioa in which 



jccc flttper- |a idcni'ieally disclosed or de- 
scribed in prior art. 

2. Court of CttflCDDi and Paient Appcala 

— la gctttral (t204li>, 

Coun not grant patent where it re- 
venea rvjeciiort of diim; U is Patent OITioe - 
wMch grants patents, noc the cxiurt. 

3. Cooit «f C^uatoma vad- Patent App»b 

— In gcBceal (Sn:oi) 

PIcadiu ud practicje in PbIcbi Of* . 
Rcc^ RejeciieBa (154,7^ 

Court'^ reversal nT r^cction of'cdain) on. 
ground ch&l |i. is anticipated by reference 
under M U.5.C. 102 leaves Patent Omce 
free to rqect claim as obvious under section 
103 irf view of refetvioc since such Iduer re- ■ 
jceiton was not before court: ' * -j; 

4. Court of Cussooka and P^Wni Appemli 

^ WeigbT given dccuiono btlow 
(128^) 

if :is nal court's practice to apply a differ- 
enC standard -in casa^*" qa»npJ«t arras of 
tcrhi>filogy than ii dOCJ ill .casuy tuidentnid 



.V 

i! 
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Almond, Jwiot, joini; Woriey, ChicT-Judg^ 
diueniins wilh opinion^ 

J. William 

or WaBhiflL^ . , ... 

Nkuman. Willi/^mi & ANQSiksoii- br 
coufiiei) For ippji^lanta. 
5, Wii. CocHR^ U'^^ ^' AVMOAI and 
HtfiiiV WiLusRD Taaroo I'] of cbuTvtel) 

DeTorv WoMxy, Chief Judtt. and Rkk, Ai> 
MOMp.-.BALDVfiN, and L-Aite, Aiiociaw 




TT^Ii compound U said w iin>ad specinim 
^m'tbiMiCi cfTcciivc agaimt boih 9ram*pd^iivc 
and gram-nc^livt mkro-orvBnumi; Md to 
iOEt many 0«h«r virtues doi Fdorani KcK 
ause of itie luiui^ of the r^mlon, 

• Tbe.R^ecltoa 
Appelivnu' claim hai been rdcxtod aa 
arUic^Ud by U. S. painf 'No. J>.2)B;3*^- 



■ 7 /^V - - 

b J A.s 4 j^c — ca2— R* 



in whicK R*, i«|(Cn-.alonc^ it ^^Hp Ci-C« 
acirtOx¥» or Icrtiary^mif)^ R**b "-OH x^cA 
Ri it R« tl Vlwn R> a Ci-C« 

acylox^^ R* ia —Of wh«n R' ii lerxlarf* 
amino, R* and R^ when lakcn logeihcr, ard 
• — O— , n If zcf9*Qr 1,'R' n Ci^ aHcfkenc* 
BBd R* it a heicronfonoeVclkc rndicol 
^OnUinin^ t), $, ' and/or N. A|>pcilania 
**00AScfvaiivdr'.' CKimaie ilMi.o^r 230^000 
oofkipoun^ (in^uding, cp]|GcdDdly»'ihcbs^ ore 
embraced wiihin ihii ^emrk ditdomre, and 



ihc board in tvrn ooiwedcd thai. "Ifthla-trcre 
the only oniicipiiefy'disdofure in ihe 'frf* 

emoe; ihe'difclaBKre' wmild be "idtf-diT* 
fuse" to sui^pofft a 102 iMttiofv. • • 

However, ihe board inunA: (I) ihai FlynnV 
eiiamplcf '4'|uid-'.icr'*ad4uaiely dlitiose the 
cua pRVuraOia of ihe' preicnil7,.clainir' 
oeinpaui^J''; thai Ftynnt ^wm^i rial 
Ceptulniphrin G iralio fCidily convened 
1 of Ihf Mpbokkporin 
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lypt by nflMKlM in Bqu«ou».iolwfwi wich 
an^exMci oT mndiM, tor mmpk, u d«- 

adfqii^K^itf idLch Kow'io eon«ren i}itjC^ 
ryiie p'reeiirio'rs ilisflM iD*«jiftii^ 4 IQ 
ID ihc^pA-iYpe e9maound.c|jimcd bjcftppd- 
Umi; aiqi (.j) ihai PlpiiiyHMrinef^ihit; 
geneint, dm OMnpeuMs whk^ jxSlueti ,the 
cephilotporin nucleus *rc rfiTectivr 
aniibacifriilly ibftAiiliOK|idoifi»iinnft ihe 
ccphilospurin C nucleui">.|>f;iy (dearth 6 
''imivve ^ • 1o r9lJ».hf.Hhil ail\4i(iaiKal 

ios«tier« \hte bMird held thai 

TTie jrtdiKBicd oombinaiion of Example 4 
or lO wiih » * * [the leachijis .qF how to 
convert *X^halo9po«iii C * * * into iom- 
poundj of Ihc CMhali^porin Ca /^P*"! " 
- not ft inBlKr''.bi dGvioiDn^ within the 
meiAing U^C- 103 but of dirvd 

incKing ««iijiin ihc (biiriqpriicn of PAt- 

OAL \ y»- . -..^ 

The cflca orthii^h^din^ nr.eotine. V4» thk 
ihr board did noi K>i^ to look ac ihe €^(cntivc 
objective evidence wbich ippdtafui hnct af.* 
fered lo rebui any inference oT ob^ioudBcnA 
whi^htfnight \St thought to tK^ frdm ihe 
itachiiigi^orthe Flynh'palcniir-*' « 

.>.tf-.. - PP*0*01I 

;[1 1'THciole iuue irt'this caac'ii-^whethcr 
ee^f]»ridine /( ■ * .'^dcscnbed*' - irv > The F.lyn n , 
paccnl,ifiq(hin iHe meaning iof thu> word«-ini^( ' 
U«&€.,10Z(C}.» Ii li^iob^Aotc^^Kal.rejecilon) 
under 35 U-S.C are propo;, where.- |hc *. 
MJbieci mailer dBimed Qoi i^tiecUy 
divloxd or described" (^mphoiii^ wre) in 
"the prior an," indicaiipg lK^'^;dcclianv 
under 35.1J.5.C. l02 we proper only when the" 

Of decei'ibed u\ "the pnpr «i<"Thu», Wihe * '*^P^ •«nii 



oTalOZ.imlclpatiflni^eciion, * 

0»i ibe pofiioni^orihe Flynn rrTervnce relied 
upon by^ Che Pjiuni Office do not idenilcaliy 
d<icribc,die elaimed lybjea fnotier. As appa- 
lanis point out, ihc compounds oT Ftynn.^ 
ampiei 4 and iQirc the *'haia prtcurson" of 
PR|KljwKi**eDnjpound •fonly id ihecxtchithii 
apc^dlinu have difcoveral ih&i ccphalondint 
win be formed i^ihr add fdisclbied m exaoiple 
10) Irfirsi tftected and tJun eirefully r«actcd 
wiih* a particular uniary amine whicfi o/io' 
iNivi hm 34Ucl€dr (Emphails irt ori^nal,) Of 
eounOi U dues appear that ihe' "oartieutjir 
icitiafy amine" cd which apprllanis refer ii 
pyridine, which U flkcntUinpd el$ewherc in 
rAynx^fs an eximolc of the dfcti of reaclanU * 
w|th'«hich-D pirnfiuUr ccpHalosporin C-(ype 
competjnd (namelVi eephBlevporin G itjciO 
may Be .OMlvcrtcd into compounds of ihc 
cephftioiporin Xm. but ihcrc ii noihinB 
m the leachingi rdicd upon by the Paieni Of* 
h^ which "dearly and unequivocally" direcu 
iHdse ikilled in ihc »n to make ihi* scleaion 
nor Ony indicanpn ihat Flynn ever mafie the 
selection himself. Sixnilariv, while it is 
reasonable to' suppose ihai Flynn's leadiing 
rhat ;;m. gertCAl, th^ oompbunUs which 
pQisess the ccpnBlospbrin Ca nucleus AK 
more effective ^AlAaclcriaUy than theac 

' The p«iTie> ar^. iA>ei«eiwe,"1ibDUL whaher the 
^lAl<l X^L* " ^ " > * ^ k c > e n • e n E c 



Kovc becn,pCDpcrvtb¥.FIymtTsfcrun;iniul 
detfly and unequi^Aofally diado»ihr dHimed 
coihpaunri or dirjeq those ikilled ui the an to 
(he eoftipound wiiboui ofiy need for picking, 
choosing and combining' .y^rlDur.ldisc'osurcs 
not diftctly reloted lo each oiKer the 
teichingi or the died relcrcnee. Such picking > 
and choosiPi may be entirely pr«^r in the 
nuking of ar 103. obviousncai r^cction, where 
ihe^f pplicani mu4« bcAQonkd An opportHhUy^ 

iCK.irqub wilh.obJ«t)yc cyidM^^ef\y infi^renc^ 
of.-^bviDosncsi Knifih iiiijMtriscLfVofifi iho^OlU 
icnty or the aubjeci jnaiipDKi^^|ie daimi,io 

, .|At Of« bm^^Appdluif eameftdcdslW.I^^ 

bill : liiher^ -ih£y kwTmhlUSL^' thlu' 
conwAiton odkppcali ■lifaoi^thcmi|i.icRt4n aot- 



ftMAWf Convened' 'lAu 
compowHli of the cenhalteiann C^^ cypc by rc^- 
■nj m «^Ni4 COtvtiOn vilh an imesi qT pyridioe; 
far eximpk, « dncribcd La Qel|ian F^iaot 593,- 
777' ' rcfcn u» the Mrd '"pyndini* orjhc «vordi "ai 
' " Appdlnn arme thai *>il ii to be 
t^ine b mly bcing^^ggeticd u an 
Un[Ar|f.aminc(^f.iuiialUe fat the* 
^- » Jpricf artMipoiindeeplafciiporin 
Cf while ihc BBlidMr secptf lO be taking the poii- 
lioo 'ihai,Flyiin'B i»ifbuion Miwld be tcid as 
indicating thai the ^IgUp piicni jwai aac pfocc 
mmma many where Oibic ikUled in (he an cMxld. 
kam net' to rcaoi cephiloidorin C wiih pytidinc 
While the ouricr b nn ftie bora dovbc, w% ihink It 
pnenr likely thai the ccniei^r wpuid be read to liic 
rormer wiy beeaoie the vrcBcncc of ihe wdi^ -type" 
after •*Ca'' and not lAcr "C" 4tiM» chai one 
panioAir C-«ypr fpmpmiiid- (npwcly; cephtloww^' 
,ln C Indf)^ be chinnd-uno varidiwpf^^YM 
(nmpouAdi fay .rcA^Ming'^i* wiih «n tmctia «f ibc 
piOper rcaeunVj/l%iaUMrpnE.utian eT ihc mini- 
vcrlcd luience « /eiQtpfeed by ihe new scnieive n 
Flriin'i^^Rc9rioo, whldi>a9rol)Ow»; , 

.The reae^ian.Q.iJMllable in general m die 
ternary ■mina, bC wn^ ovmeivus eeiApl^ a^r 
nwea atove, yidding drrapbiulWa dcrwKiva of 
, iKc ecphantporio C*'lype iwhcrcin ihe le^fV 
. amtae H Mtocbed'ia >ihi oinhyl anKip in the ) 
-wuMn^ Alaii^c riu andTormi an SnOer 
niahwhh4he«arboiiyl^iipSoihe«poiltiaa. 
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com lining iht ccphaloipDrin 0 luicleui" 
would pnrvidc tome "tMtivc" Tof iKmc lhal : 
roUowtd him 10 conctrttfiie ih«ir in«esiis9- 
ciany Ort itompoundf.*po»sealipj \nt 
tephaloiporih nudcuit %hal gnoiivBiion is 
a very Bcn^ai tttxt, pointing to HO particular 
one of the.myriacts of .cibmpound»» aeiaal and 
pOlCJtliaK conuinirtg [be ^phlloiponn Ga 
• nudeuj-. 

TV- boafJ, ' ippafeniiy T^J^ixing the 
wcakiieaa of m posliioA in vitempnhs to Anvft- 
ai an antkipaiiion by' comluniot iac diielo- 
sures in citamplcl 4 aild 10 with ihe »we-- 
quoted teaching dBtwhere in ihe pBlenl *0l 
how 10 convcn a' pBi:ticuI»r, difrereni 
ceph&lbiportn C-iype compotrnd mio 
ecphilosporlo C<^-iyPC eompbuod*, po««lMc» 
certain icachiiic^ which mi jht h»v« heann ihc 
reference paioii anv one of wMch, according 
. 10 ii, if dnaem. would have remiived all douDi 
conccrmpg ihe coniplaeiicu nl ihe antidpa- 
iion.'. The «imp!e* anawer w the board's ar- 
Rwmem » thai'ihcsc leachingi wax rty\ 
oonuincd in the Rynn paienr and ihjl we do 
' not KEard the itBChlngn whl^h wcrr ihere and 
which ware nJied upon below as ihe eqviva-. 
lent oT ihoac .which were ps&tulaied by ihe 
bioard. Wc do noi reAd. ipto* g rfei ^ t oei things 
chat arc i>Ol therb it . 
.\' Although the boani declined to diiCW four 
rt1aii»c»y ftcoU detiJiOlU by ihi* court 'in cwa 
involving docripiion rtqulremen^inn.variouj' 
lections qT Ihe patent. iiatuie? on the . grtx^nd 
th«l "iheiiiue fofacwklpatlonl ii-Msentlally:^ 
fKltual one." U did conaider ihe older ct^ of 
In re Anpaiiont, <7.CCPA 1084, 260 F.2d 
I32,:126 USPCf 281 (1^60), to b« fappo'hc 



*t>cK poiiytuloai wci«> cdftulncd in iht M- 
*lof««iii^pMsagt,rrvniihe'boaid'iopB'NiOi • 

tbq« would 1» no doubt 9f ibe eompl««ocii 
fif ihc aiMtapniim if. paraphnt^K^ column 3, 
llnei 47 .|9 50, ihc fo^lowlni hngups^ wcra 
• pc«Kfiiaiihccnd«rtM:ho(£^aiiipltt4and^tOr 
*ThU OMflMund ii >i«d mdtiv iOBvaud 
' [molDBnipwdar the enhilM^^rlnC* type 
"kn rEflkuiint in iqucou* iMinloR wiib an odoi 
• of pyndio^ tor cxanwle, MTllllHwd io BcW 

' UkcMiR, a»e«e would be no Matlon ^^ihe' 
•.appUcahahy^or ealumq 3. hnaAl to 30» if lhal 
— «*'tniiodMtt£ or lhe werdi "Am ape 
■ - • - IS Ii.aliO 



or^'ihlf poiAtJ? tThcre thii coyrt rtveried-ihe 
•twair^; lindtnf.wffport<of''pTOceridlnn»re- 
citing-ithc-'UK of-Wtutn carbonate 'W I mugh 
ihc ei^^e in- iKci'tpedfWation -advanced as 
■uppon for ^hc'dairt*! tiled ttdium hydrmide. 
However, iii the Frai place, the Arimirpng 
ciic wBi ^ecid«il well bcfocc the' line oL^iea 
bcnnning with Ruschig II, iupr>,» which have 
^-^iiicaml/iighiCBdd upon ihr application of 
Ihc'deicrtptibn'.req'Olteineni m the Rr^t 
.parigraph V'» V B,C. . U2, and, .ln;>he 
i^nd'plBEe. the bpihitin in Amutrong pomta 
out- thar'appcllA'ntzl ftp^piilon stBtcd' lh« 
alkali byd^lBu!e^ and •aJkari'cairbonaiei eoyld 
be tftci) -^'hiWrchangeably". in ihclr P««w^ ' 
ThB'ophitdn nirmcs'thb eti<u<|iftVciicy» .w^ii» . 
inrblv'ed a* liifty huiiiber or yirijWto in coiri* 
pa'riidn lo the .iiluaiioo here: -There aj^no 
iquivaTfcfti "blakt marka/' to qw^^c ih^ 
language pf Ruyiii^ ] I, in \ht c^ at h^nd. ' , 

Atacol;dinily,'we *wai not t^fm ihe f^cc- ■ 
tioit OfC the ground on which it'Waa inaflt 
Concer^rInk ihe h]«ction aa it B rejnniwiliwd 
* -by thfc dittcn'k, we einwos no opinion. It rtay 
be ihai^he Paient Office ihovid haye nplied 
upon the ponwi^ of Hynrt- on ^hidi the 
d&nV rdiei/orMi mav be that they had very 
gSod fkasma fbi' noi &lng id.JO ^pl? «y«»i. ' 
Qi^ did ' " • - ' ' ■ 
lanci 'a|Sp 

^ijf^ih^ririi^^^ 
rei«fi6M for the Paiieni' Df^: e*e« if we 
coald' iurt iHiTr wc riiWjf .were making a 
•'bciw rejection,'*' w do we ihihk that . it 
w'fruld be ooniiste(ifw<H feqtjirtmjs.nii of 
due proceki fof.ul WTdo ^ for the first lune 
aobeal, without notice laTihe alTccted pariy. ; 
^2 j Funh™ire,- point bill iKaj w,e are 
not granting' aippfell^nU a paiem/ir ihai^ 



fif ihf nmpoundi of ^ampla t 10 IS ta-aliO nqokcr^! ' 



whii c^e diittni iKcana Jby .^beatbwjpg ion the - 
appiio'rta iliediac'tb |iiSB*"e:"Wc zH ii^tJy 
. *revc<Mng a-rrjeciidn on 'the grot^H *h»J^«ne 
aiimiinMi^Vii'Mtif^iuMJ'undtr 1 102 by 
' Ftyiin- If Stay w*ll b< ihAl it ii cnpatrttaWt 
G^uie Qbt/icut under. I 103 fn view. of Plynn, 
.(■5 1 buL no «Kli"t«Biaion U befcfW^u*. The 
P^tent'Officz IB taakle ai»dk a/ei«aioii 

^riei:;6ui;/5a«on^A '^J^ iSa? vSsi^ 

i?$YS*WoI"r55 and In 

^ ■ 58 bCPA'lL^ 44g FJdl <06; 171. 

l2*n97l>,.1h'any'«voit;q.iith«?Pai. 
lAee wlUiJ> griiii$"'pat«»r* ' 



poOH Ti "mayJfiWidr be.i 



thia 
^hat 
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u 19 poi now fhc pnciiDE.in ihu coun. If li 
ever WM, w apply -a ^ffercni lurtdard cn 
cu« whic)) art In "tomplcz orca^ dT ccch- 
"'>JjBy" m fMil/ undennodcata. 

Tnedttifion of the faoairf U uvtmA 



USP2 



The more ifflpprraiif diffkuli? wiih the 
posMon Itkert in Ihe p^ifKipil opmion Jt thai 
iL mi5direcrs the inquiry. \\ dircvr« che Lribunal 
10 analyze ihe sirvcturc of ihe ttSmnst rMhsr 
ihaii iu «»ni«DL The real qunckin U aol hoir 
logically (he various dbdoMiro in a refefcnoe 
are rdaitd 10 n«h other, ii is nther UfHos the 



Bawwin, Judge. cfiMi^ng, with i^hoAi 
Almond. JudReLioini. . ' ' i — \ p- ™« 

pnt h. Bui ihe liw requires la ld ideunnine 
..^ -J, *Hieih«r die imemlon hu been idnnteettv 

ikilled in ihe ^ 10 tAe compoiiod without 0(l> 



opinion chii ror..lhc.iT)caioil ibncd ,m.w 
midpiion to h«ve been proper, "ihe Flyrtii 
(dcrenoe muu clearly and unc 



need Tor pickings .«lioQiiDg, and coinbiniiw 
var ioii* dindoiura nnc dinsdly nlMcd lo ead! 
wher by-ihc Itac^ioxi of the eked ivfcrtMe." 

The tat vhiEh. deterntmes whether an 
Inv^iukn hai been anikipated by i rtferencr 
is uiieihcr che description of the invention in ' 
the rckrence Is ^luffictcni to out the public in 
possaBKir\orihe irtTnition.'*Irice Uuria, 49 
OCPA 112^, n.)l, 30.1- FM 929, 933. 133 
USPQ 365,. 36? (1962). dilng Cunb <id Pk. 
enu, a fclv Sec 378 and Scymore v, Oiborhe. 
78 U,S. Ill W«lU5f6, 555.(1870^ See aUo 
In re Bcown, 51 CCVA m% 32« F.2d 1006.- 

CCPA,.8S9, 33? y. 24 238. l*44-WpQ 42 
Xm^hlti re Bini S^ CCPA I2?0. IM F.2d 
979, US USPQ 418 (1965); In- ft Bofti,.S2 



. ^ S.P,2d 851. US USPQ'5S4 ^ . ^. ^ — , 

^fn"?^^-55 CCPA 1201 ' discloses ihai Cc^iypc copipoundv ate 



d^rihed by "he rcfercMc. 

The Flynn reference' has bccA dwibcd in ' 
both ihe prinripoi opinion and the diisBit. I 
wUl tfarrrrore mereiy staie what I would 
mnsider that reference birty teaches lo one of 
ordinary ikill in |hc an, Flynn dots diadose 
ihc cephalosporin CAHype precursor of the 
insiancly daimed CA-iype oooipound. The 
precursor a one of approximately 38 C<fype .' 
compounds ipcciricady disclosed. Flynn 
teaches how C-iype compounds can^bc 
con*«rt*«l to Cc-typc cnmpounds by heifLng • 
with wiker under acid condiiions, or convened 
io..CA*Kyfjc «ompognd^ by refluying in an 
i^ueous solution wilh an eiccess of a tertiary 
amiAC. Pyridine b specifically referred 10 aa an - 
example of a tertiary amine which wjtl work, - 
tnii a list or ovfer 1$ oilier tcnian^ amina i|. 
^cn. With regard' to hniibaacrial effecu 



1. 429 FJd 447; tdfi USRQ 54S.(197q); foiwidcred the gt-iypc and Cx-iype ana- 
In re iMport, 58 CC?A 1141, 444.F,2d ^« specifically disclosed C-iype 

5,.. l7.auSP.Q'260 a9>0. rind'it •""R?^^."* ^ »f the compounds 



• 39S -F.2d BOiS^ 158 USPQ 24 (196$): lo re 
Heekscma, 55 CCPA I'I93, 399 Ff2d 269, 1 58 
*^**Q.!J*Ji?^?L 57 CCPA 

and. 
572^ 

uTircaBonabk 10 assume' ih«( jWge Rf^ and 
Judge Lane intend to overrule iKisJong lUieoT 
cases sub silentid. If wh^ t they Intend b ipcre* 
ly 10 rephrase the accepted tc«l w as to siiiip|i' 
fy ij»»pp'»w^»". tb?y na^emiaed the.markj 

The linguagr in the -prlAcipal opinion 
would/»w m fia limplify Xne^cteijnihOlion'of 
th&<uiubilitv or a refef^fice aa an'antidpufen 
under 35 U.S.C. 102. Thatlinguagia rcquirvs 
the tribunal 19 inalyxe the tnctiings.or a- ref- 
erence, iQ^detenpint. which are e<)iuvDea|;and 
which, are.Mnequi^o^C (t ,must a|s6.'& de* 
tecmiaed which dilcios'wres arcdiivetly related 
to cad> other by the teachings of the refe^nee, 
lhut.[naliing'pKfcjn^'in>l choosiQg proper, and 
whie^'dlKJqsurta are onlyJndlrrcily-f^itid, 
or are. pdt.,relfic^. at olh Tlibis.no 'simple 
thpn reading the Tcference/ai af^r^oJe ^t- 
temioinl yrhai.ii fairfy icach9>tOL.an 
diMry stall in che m 



not as good ai C-^ype'coropoundv. and C^iype 
impounds M not as good at Ca-type com- 
pounds. As pointed out by the diiseni« Flynn 



prcseni 



available in -accoidance with the 
.iAvtrtlioii." 

I would not. place .as much' weight as the 
dissent doa pn FLj.no'i stftement thai the Cc* 
type and, CA-typ^ analogucg were oaniidcr«d 
wtthin the Kupc of ihe inveniiun. Such suie- 
racnis in (he Sp^cificaiion regirding the 
breadth of the ini^entioh are fenerally too 
speculaiive 10 be given great .weig;hk In the 
inilaat case/ all that italcmenr does is fncui 
some additional aneMion 00 C(;Hypc con^ 
4iQun^ and CA-cypc ^mpouod|s. In my view, 
thfti titCiitiDh .is noi.a iiftnilicBn) addition 10 
the disclosure, nnee Ffynn's. rcmarl^ re- 



gard ing the anilbacieriaJ activity 0^ the com- 
pOuJidi are sufficient to dnphasiie the C^- 
im. compounds Bs the :most 'dciinble. The 
dinioiliy is thai Flynn gives 38 or » pinsible 
.to,.ane ofijoi^ pivcunon- vnd 1 5 or so tenisTy ^minci whidi 
will read with those precufiei«.Eirrorm Oi^. 
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lype ccmpouods. The Flynn diidomrci 
eoniidnnl a$ .a. whole, -tfOCS ntu vuffidcnit^ 
dirtti cnt iViUed in tht «n tht diimed 
ooonpound. 

I dingrce wiih ihe princlpil opinion on one 
U» point, Th« opinion utmi lo suss^si ttiM 
we vtDi^K due procesf whenever 
poflions of a reference nol spccincally 
mennoncd by ihc tximiner or ihe board. I 
■knew of-np requ'irtmeni ihii ihc exipuncr and 
(he bO^ must lid the-^cnLencEa in thti ftftt' 
enee opon whidi Lhcy-reiy> nor c«n: I f^e any. 
fcnsc in impofing such B requircnmt>\AlI oL 
■ the'dSsclDiurc'of V reference naus-t be 
considered Tor what ji fairly widhes one oT 
ordinary %ki\i in ihe JUT. |n pc Meudiirdii S5 • 
CCPA lOOO» 1004, 392 F.2d 273, 276, 157 
USPQ270, 272 (1968). Am Jud^ Smith kplly 
suiedin Meinharili: 

' |Tlhe board fcUcd on the tame [refer- • 
enoe) as the examiner to sustain the rejeo- 
lion. Artuminp arguendo thai it^ boanf re- 
lied on 9 portion of <he [raCcnncr] S^ptorAl 
b]r die examiner, thi9 could not EAnaiiiiKe a 
new jground of rrieaion in flew dV In re 
Anir&o. 44 CCPA 8Z6. 24 1 F.2d 939, 1 1 3 
U5PQ ISd n957). which holds, in per^ 
liricnl part, thai iLib prOpcr for ihe OOkin 
ond ncccwrUy, ihe boird, ^ eonsidcr 
cmythlhguui a rtfercnoediidoaes. 
In re Meinhardi, supra. 55 .CCPA at 100&«09, ' 
3.92 F.2d Di^, USPObL 276. See alto 



general, thoae eompbunila w.hich poneo ihe 
( L -cpl nitoap Qrin'Ctt *nudeua> are more efTeaWe. 
anHbacieriatly.ihan ihoie<oniBining ihe 
c^halospoVin C .nucleus/*- Fl^nn goes on to 
nome and dcvcribe^crtl tpeviJie eompoundi 
having the cephalokpoiin C nucleus: 

The kiUawihg minnpkt, tether' with 
the- \ 7S] optratifig '§xcmpUi, appearing 
hereinafier, will ihusr^ie iKe- types of 
eompMindi nvsJIable m aceoi^bncv vilA Ih^ 

prheri' follows Kst of 24 spectBc 7- 
BcyUnudtidephql^pOr^ie 9adi» t.t.«* 
ccphalotponri'C;'f/pe cofnpound|)i. Ant 
noted by .the board, two of ihe 1 S operai- 

' ing ^a miles rrfernd iq^ aamplea 4 and 
lu^'dotribe ihe pousslum aAd aodium 
aalic of 7-^'Hhicnyl^oetsnPdo) wph- 
aJoflponmic' Kid (the MMliiiin..ttlc iB^> 
known eonunereiaily'as •'eepdialoihin"). 
AppcK&ni rea'cia that particular 
ce^n^loiiporanie acid, with the ternary ' 
amine" pyridine to obtain <hc e!^*>i>cd 
^phalospdinn JCa type eonipOund', - 
cepholOri^ne.) 
lin,d ,^lie'like, induding the e^A«£M|porwi 
Ca and ccphaloiporin Cc onologuwr shwn* . 
•0/ [J^mphasii ivifpiied.] 
There an be no^ doubt from the above 
diac1«iure iKai .Plynn . regarded «hc 
cephaloaporin Ca, anafogitci oT each of the 



. In re Halley. *7 CCPA 795. 296 P^d 774, SS^TsSS^ni^^ 
132 USPQ 16 (1961); In re Van Meier^ 52 ^^ri^J ?!?i^^JP J^mT^^^ 
CCPA. lif6. 34^Fid 117. 144 USPQ 421 S.^-'in'^laril'l^^ 



(1965). 

WORLEV, Chief Judge, dilsinting. 
I caimoi agnee wfih ihe maj&ity that 
cephaloridine it nai ''described" in the Flynn 
patent in ihe sertteor'35 U.S.C 102(e). - 
' It cannot be said, of oourve,. ih»t eephalo» 
n'dinc per K iv €xpiiatfy named by Ffyiuii but 
a dear implkii detcrrptlon it sumclem. In re 
43 CCPA 



Ftynrt^doei explicitly ;dis€losc the 
cepKataiporin-CA'^niloguei of Cxamplci 4- 
and 10- As lo how to ohtain those Ca<«"*- 
logUQ from cephalosporin C type cnmpounds, 
hc'siaies that eompoundi of the cephaTosporin* 
don *^n be obuincd by applyini to ap- 
proprUle. 7'aeylainidoccphaloiiporaAie adds 



Baranaudcas. 43 CCPA .727. 228 F.2d 413, 
1 0a' USPQ 226 (1955). Rdomcc lo the Flynn 
diKlosure .will establish, 1 submit, thai, such o . i|^|ve, 
djteiplion exists in the p^Mit inatana. 
' The prindpal opinion- hos set fonh.porrions 
. of ihe gonerie ^ni. more ifpodfic disdoiurt of 
Flynn rrHed on Hhe. bbard- l^e class ,of 
eephaUnpOrin opmpounds '^sehised goieri'^ 
C4lly'-by Flynn may he divicled into several 
graups, of whld( the grouitt 'desfgnated* u 
cephalosporin C type and eephalnspo'rin Ca 



the cBflvefaion* procedures' jof Bdnan Piteni- 
593,777." Flynn had eoriicrvstaicd, u'pointed 
Duc by the bnrd And majoriif here, jun -what 
hose **c9nvenioa'pnioeudR0" arc, vib/'thai 
'C^Fhahsporin- C ia olio readily convened 
into compounds of the oephoioiporin Ca type* 
by refluxiii^ in aqucoui. mluibn wiih ah ex^. 

Of'pyrvfuM^lftlr example, •&! described in- 
Bdoian^ Poicm 693,777.^ (Ei^phasit itip- 
pliedO » I* • 



tjrpe (eephabridine is a Ca type) arc of par<> 
^liCular if^etrn hcr^* ^fter otaerving thai "tn * 

•Far BuipDEBcs here, ceph«lasporin. Ca ly^ 
compounds diflcr freci c^hidaiparin C iy|K t 



I in (he &* vuhnUuem MiKhed lo-ilw meibd 
graup loeiied S4 ^ penlioa -of the b« 
*«qphaloiparin Cccphsm) 'nudtus. Tht Qi^ lyps 



wamp^on^t havtiS lenlary mnnc anadicd ibu 
nohyl gnwpb yh^eas chc C ly^ ciinptaAds li*M 
■n atylopy 'gMtip so aiiadMd. Sec the lormula and* 
4dMiiani under ''*The R^cciion'* penioft of -the 
prindnal opininn. CSephilflrUlne has a pyiildlnc 
riidica1ua«diothci:fncihTl|ravp-'' 

' BdgiMi mjrn does inU dt^oe obulnlng 

pfoduciB of Ccpbalosparln C- aa^ arc called 
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•1 iHink.il U de>r-thu Pl«Aft dirccis.«nc of 
ordin««7 skill inr ihc an» who U Intrraied .irt 
' aitakksuei of itis 
CQrepaunili 
, 'pfqiare ihem 

cephilosporinle Mid .wUh (he pBctkulsr tcr> 
luryamiae pyridine. FdUttwins ihMc hwrtic- 
(isni, one qf- ordinary ikill in ihis an i^ouM 
euilf prrpftrc the Q^yridinc) inilo^uc ttf 
ihc particular ctfholotporin C i/pepompowBd 

U^ue i« cephaloridine. CMi and every one 0{ 
ihe Ca (pyridine) ftnilopve* ^ iHm /rcLMi*elf 
iinall niimbcr of ccp)ii3aipo^in C ofMnjtMimu 
hu bpen efT^ivcly. or implicitlj^.deicnbed t^y 
' Flj^nn. Td be «urv. appeUiQi Is daimiiiK only . 
One of iKenC bw u u no \aa dcvriben thiA 
MforvMothen. 

From wl>at hat bee^ said of Flynn» it ilMNild 
be evident 'ihdi there ii no mscd in ihii cate for 
iKoae skSllnl in thcjkh lo rtSOTf CO picking and 
' diooitn$ various dtsclp^urei univiatfd.io each 
other by lhr rcfcrcncr iCfltC^iogi: as che prin* 
opal Opinion implies. On ,?ne eonlrary, ihe 
disclosures of eqihalinponn. C cdmpoiinds^ 
ccf^alg«porin Ca eom|)ounds, aiul'how to 
maSic iheixi'art all incerrcla/ed by Flynn hjm- 
kIF. Ii should also be evident. UiBt4hc rtrerence 
itself contains the full equivalent of die tabard's 
*^pos\uJ a lions'** which are qiMned in footno'ie 3 
and liter deprecated in-die prIncipaVopinion. 
Finfllly^ it should be evident t^al Uicurjtoiqp ' 
rBirooak' as iiaied 'herein a subaiantiaily 
idcfi(icaT* %o-^not a refonriii|laiion cf-Hhat 
exprpfcd by*ihc board. ' . 

The principal ojrinion- ■Jweriiidies the 
board fpr rrBaing inm rclerencei *:^d1^nf3-^^t 
. are.. not there." My dlAcutiy with that posi- 
tion stems frorri its diiregard- for rhr 
'^ihiiVgs"-<pr ''blaae maHa"fi-fhat an dierti 
. In inr oplitiOA, (he tnajoKcy a groping for 
n!v«r^ib1c cf for where nonctatisis. As far b^ 
ai< '^ 'yean; and* ovcr-ihv years* since, 
bcen'ia ftrrn principle that this court would noi 
revcric^dn:iiions..of'die iribimall beloW in' 
highly -bomplest arcw of.tedmology unleaa 
msniieat error wai- shown. Sec. e^l; Inr* re 
ij 

USPQ 177: (1930); In re >Beniell^'30 CCPA' 

813; O' " " 

...Stoll. . 

USPQ 440 (1^47). NctdlcBi to say, SucNerrvr, 
has not bef n shown here. 
HARhoiW^ I>p1haj0«jy would; imdouUedly 
<iKlsiRt>Sf ^tfaii; I onifpt hdp.ta^i;re|el dial 
.. . u . '.,'/■ » .11 I. 

CcphiiLlmpDruv.'GA'eDfnpMindi" by i^Hnoiinwii*^ 

qtt-|ne%«^irp^b«.iA^^^ 
ls<al!fldGffpUt0^d(V«;A-(pfcMtncr' • * 



it is.nesohring doubi On Ukc Issue presented in 
favor oTihc apprKanis.-ln- doing lo, ihii cmin 
* is not 'doing thi applictnu or the public any 
favor. Raiber l| U Ms'towini on ihe appl^na 
a Itctnoc to litigate of dubraus validity ai a 
lime when. It is rrliahjy oximaifd, 80ft of 
contested patents are bein^ held Invalid Snr 
other Mcnil coufu. And ih< Other sad rsuIi 
here la to cake fvoiA the public iKai vhich U 
already dieirs bv imposuig on them a 
nopelyihai should not niu. Appellants have 
atven the public noifaing it had rvo< afready 
been pvcn by Flynn. i woUd remind my eo)- 
iesgua that patents sfe not like panv fnvon to* 
be passed Out rvndom. The enabling 'ktat- 
MC» estaWished under the .Consmutton' 
clearly require more than appellants haveof- 
fcKd as a:auid pro quo .10 ine pubik In ex- 
change for die monopoly the m^Mky awards 
Oiem. . ^ 

•I find no error in ihc;b9ard's deebion, and 
'would aflfirm. 



CotttI of CuiioaM.ind Patent AppeaU 
(n re Manru, Smith, GAUAMO.AMb . 

..No. 8S77 Oe^idid Feb. 17^ 1973 

PATENTS 

Particular patcnts-^Fonnaldchydc' 

MaAi'dl>. Smith.' Calianor and' R^kin, 
Formaldehyde Bloek Copolymen and, fvo- ' 
oesiea. claims 6, 16, and IS of appl'icaiion al; ' 
lowedfjdaima I and3irfuEed< .. 



Appeal rrom Boarif.oT Appeilipf.iKe Paient 
Office. •• ' * . ^' ' . 

A-pptleatvdn for paieni of C'eratd J. , 

, Maniell; Wmdc E. Smiib, Francis R. Gal- 

WtcuH 17 CCPA 107.9, 09 •FJd. -669'/'S afi^d' David Rankin, Serial "No. 31 3;l 92, 

' SPQ 177: (1930); In rc >Benidi^'30 CCPA' • ftied' On. -2. 1963; PatehV Office Group 140. 
13; mr^ZA 1014.. 56 USro 3^9 ( |942h1o From decision frjeciing clalms^T. 3» 6, 8,9. VI ; 
.Stoll. 34 XiGPA .I0S8, I6l-F.2d 241, |2i i;ft,-aha iB-'ipplfcaha*a|ipeal-Affinm:a.B4' 
^ »• ^ . ^.^1^.^ I and*i: revcraol ai I'o'clalms 6,"16, 

and- IBrrtmandBd da to xlaims ft, 9;^ 1 l/and 

1?. ■ \. 

^iLXJAM Hi -DRiniHOfip> Phoenbi^ Aria., ^K- 
• . ic P/ ^c^nxiN, Aclington, Ysl. and 

ARo 'U ks'iIlY, Kania»'gky„ MOn for^P- 
•petlanis-i * ■■'r t ■ 'i - * ~ - A 
^ WM/'CocittAH.(PBao.W. SMnLmcoT 
- conniel) t» CnmrniBiionErof^Fkunilr^'' 
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